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LOKEN, Circuit Judge.

The Arkansas Departnent of Corrections ("ADC') shows videotaped
novies to inmates in the common areas of its prisons. 1In 1985, an attorney
representing notion picture copyright owners wote ADC, warning that it
woul d infringe owner copyrights to use videotapes licensed for hone use
only at these public performances. ADC has since contracted with appellees
Films Inc. ("Filns") and Swank Motion Pictures, Inc. ("Swank"), to provide
vi deot aped novies that cone with "public perfornmance distribution rights."



Certain Arkansas inmates commenced this class action against Filns
and Swank seeking a declaratory judgment under the Copyright Act that in-
prison showi ngs of "hone use only" rented novies do not infringe the
owners' copyrights, either because prison showings are not "public
performances" within the neaning of 17 U S.C. 88 101 and 106(4), or because
such showi ngs are "fair use" within the neaning of 17 U . S.C. § 107. The
i nmat es bel i eve that ADC could obtain a nore desirable selection of novies
at less cost by renting fromlocal video stores. For exanple, the 1994
contract between ADC and Swank provided that Swank would supply 121
vi deotapes for a total annual cost of $9,600, whereas the parties have
stipulated that ADC could rent a conparable nunber of "honme use only"
vi deot apes for an annual cost of about $2, 200.

The district court®initially dismssed the conplaint for failure to
state a legally cognizable claim but we remanded with directions to
consi der whet her ADC should be joined. Diagnostic Unit Inmate Council v.
Mtion Picture Ass'n of Anerica, Inc., 953 F.2d 376, 379 (8th GCr. 1992).
On renand, ADC was joined as an involuntary plaintiff under Fed. R GCiv.

P. 19(a). However, when ADC declined to take a position in the |awsuit,
the district court again disnissed on the ground that there is no actua
controversy. The inmates appeal. Counsel for ADC has advised this court
that ADC "did not join with the Inmate Council in appealing the judgnment
of the district court and is, therefore, not an appellant in this case."
Agreeing with the district court that ADC s refusal to participate neans
there is no actual controversy, we affirm

1. The Declaratory Judgnent Act authorizes federal courts to declare
the rights of interested parties "[i]n a case of actual controversy." 28
U S C § 2201. The requirenent of an "actual controversy" is inposed by
Article Ill of the Constitution. See
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Steffel v. Thonpson, 415 U S. 452, 458 (1974). In general, an actual
controversy is "a substantial controversy, between parties having adverse

|l egal interests, of sufficient imediacy and reality to warrant the
i ssuance of a declaratory judgment." Maryland Cas. Co. v. Pacific Coal &
Ql Co., 312 U S. 270, 273 (1941).

In patent and copyright cases, there is an actual controversy if
"defendant in the declaratory judgnent |awsuit has either expressly or
inpliedly charged the plaintiff with infringenent." Sher wood Medi cal
Indus.., Inc. v. Deknatel, Inc., 512 F.2d 724, 727 (8th Gr. 1975). The
def endant copyright owner nust have evidenced its intent to enforce a

copyright, usually by a charge or threatened charge of infringenent, such
as the 1985 attorney letter to ADC. And the declaratory judgnent plaintiff
nmust have engaged in "present activity which could constitute infringenent
or concrete steps taken with the intent to conduct such activity." BP
Chemicals Ltd. v. Union Carbide Corp., 4 F.3d 975, 978 (Fed. GCr. 1993).
In a copyright case, "plaintiff nust show that it has actually published

or is preparing to publish the material that is subject to the defendant's
copyright [in a manner that] places the parties in a legally adverse
position." Texas v. Wst Pub. Co., 882 F.2d 171, 175 (5th Cir. 1989),
cert. denied, 493 U S. 1058 (1990); see also Wenbley, Inc. v. Superba
Cravats, Inc., 315 F.2d 87, 90 (2d GCir. 1963) ("where there is no actua
manuf acture, use or sale, and no inmmediate intention and ability to

practice the invention, there is no justiciable [patent] controversy").

The inmates as declaratory judgnent plaintiffs cannot satisfy this
standard. True, the i nmates have an indirect financial stake in the issue
because ADC pays for novie rentals froman Inmate Wl fare Fund generated
by profits from conmissaries sales to inmates and prison enployees.
However, while that Fund nust be spent "for the general benefit of the
inmates," Ark. Code Ann. 8§ 12-29-107, ADC has total authority over all Fund
expenditures and, nore inportantly, ADC has conplete control over the
renting and



showi ng of videotaped novies at its prisons. |nmates nmay request certain
novi es, but they cannot rent novie videotapes for prison showi ngs. The
inmates do not, and cannot, engage in the activity that pronpted the
copyright owners' 1985 charge of infringenent. Thus, there is no actua
controversy between the i nmates and defendants Fil ns and Swank that woul d
support Declaratory Judgnent Act jurisdiction

2. On remand, we directed the district court to "consider, after
obtaining the views of the Attorney General of Arkansas, whether [ADC]
shoul d be joined." 953 F.2d at 379. ADC received the 1985 infringenent
letter, and it continues to rent and show vi deotaped novies in its prisons.
If ADC credibly asserted a present intent to use hone-use-only novies for
t hese showings, it would have standing to seek a declaratory judgnent that
such activity would not infringe the owners' copyrights. However, though
invited to join and later involuntarily joined in the action, ADC has
steadfastly refused to take a position on these copyright issues. There
is no other evidence in the record that Filnms, Swank, or any copyright
owner objects to the way in which ADC is now obtaining and show ng
vi deot aped novies. Accordingly, there is no party plaintiff whose present
activity, or intended present activity, could constitute infringenent.

The i nmat es nonet hel ess suggest that ADC s joinder as an involuntary
plaintiff, without nore, created an actual controversy. W disagree. Rule
19(a), which authorizes joinder of wunwilling plaintiffs, "makes no
provision for a plaintiff to require another person to nmaintain an action
vested solely in such other person, even though its maintenance m ght
result in benefit tothe plaintiff." Coast v. Hunt Gl Co., 195 F.2d 870,
872 (5th Gr.), cert. denied, 344 U S. 836 (1952). See also Rhode |sland
Comm on Energy v. Ceneral Servs. Admin., 561 F.2d 397, 402-03 (1st GCir.
1977); Inre Interstate Mbtor Freight System IMS, Inc., 71 B.R 741, 746
(Bankr. WD. Mch. 1987).




A narrow exception to this general rule originated with | ndependent
Wreless Tel. Co v. Radio Corp. of Anmer., 269 U. S. 459 (1926), a case in
which the holder of an exclusive patent license sought to sue for

i nfringenent of the patent. The exception is that an involuntary plaintiff
may be joined to cure the original plaintiff's inability to press a claim
if the original plaintiff and the involuntary plaintiff have "such a
relationship that the absent party nust allow the use of his nane as
plaintiff." 3A Janes W Mdore et al., More's Federal Practice f 19.06 at
84 (2d ed. 1995). But the inmates and ADC have no such rel ati onship here.
ADC has no obligation, contractual or otherwise, to allowthe inmates to
use its name to secure declaratory judgrment relief that only ADC nay seek

3. After concluding that this case presents no actual controversy,
the district court went on to consider the nerits of the inmates' copyright
cl ai ns because that woul d achi eve judicial econony in the event this court
held, in light of ADC s "sonmewhat anbiguous position," that there is
decl aratory judgnment jurisdiction. The district court ruled in favor of
the copyright owners, <concluding that prison showings are public
perfornmances and are not fair use.

W do not criticize the district court for provisionally considering
t hese issues. However, one of the problens with advisory opinions is that
they are nmade on advisory records. Because ADC el ected not to intervene
to aggressively challenge the copyright owners' position, we do not know
the factual details surrounding the showi ng of videotaped novies in ADC
prisons, nor do we know the purposes served by this aspect of ADC s pena
program These kinds of facts seemessential to apply both the fair use
and the public performance statutes. See Sony Corp. v. Universal City
Studios, Inc., 464 U S. 417 (1984) (fair use); On Command Video Corp. V.
Colunbia Pictures Indus., 777 F. Supp. 787, 789-90 (N.D. Cal. 1991) (public
perfornmance). Accordingly, the district court's




di scussion of the nerits of these copyright issues should be considered
vacat ed as noot .

The judgnment of the district court is affirned. W thank appointed
counsel for his excellent representation of the inmates.

JOHN R G BSON, Circuit Judge, dissenting.

| respectfully dissent. While ADC has been joined as a party
primarily for the purpose of representing the interests of the inmates, it
has declined to take a position in the lawsuit resulting in its dism ssal
and its counsel advises this court that it did not join with the Inmate
Council in appealing the judgnent. The court's decision today conmes down
to the sinple statenent that "ADC s refusal to participate neans there is
no actual controversy, we affirm"™ In essence, we have allowed an
involuntary plaintiff to sinply abandon the interests which it was
appointed to represent.

This runs counter to the principle of providing for involuntary
plaintiff status. An involuntary plaintiff's failure to act or appea
should not inply the absence of a real controversy. The involuntary nature
of the status would not nmake it unsurprising that the involuntary plaintiff
would fail to act. Should this be the case, as it is here, the actua
plaintiffs should be allowed to proceed in the nane of the involuntary
plaintiff.

The court's opinion acknow edges the inmate's financial stake in the
i ssue, because ADC pays for novie rentals from an inmte welfare fund
generated by profits fromconm ssary sales to i nnmates and prison enpl oyees.
The opinion goes on to state that by statute ADC has total authority over
all fund expenditures, as well as conplete control over the renting and
showi ng of videotaped novies at its prisons. In ny view, the district
court's joinder of the



ADC shoul d be viewed as a recognition of a fiduciary duty by ADC toward the
i nmat es/ Di agnostic Unit Inmate Council. The concept of an involuntary
plaintiff arises fromequity. |In sonme situations there is recognition that
the party sought to be joined [as an involuntary plaintiff] has a duty to
allow the naned plaintiff to use its nane in the action. 7 Charles A
Wight et al., Federal Practice and Procedure § 1606, at 76 (1986). The
duty to allow a plaintiff to use its nane inplies that if there is an

opposi ng i nterest between the involuntary plaintiff and the defendant, then
that controversy is inputed to the plaintiff that brought the action. The
involuntary plaintiff is sometinmes referred to as "the nonminal plaintiff."
Thus, it follows that the i nnates should be allowed to pursue declaratory
judgnent "in the nanme of" the ADC.

The matter of who is naned as a party plaintiff is inportant, because
the federal procedural systemis prenised upon the assunption that those
named as parties have rights and duties in the conduct of the litigation
June F. Entnman, Conpul sory Joi nder of Conpensating |nsurers; Federal Rule
of Gvil Procedure 19 and the Role of Substantive Law, 45 Case W Res. L.
Rev. 1, 19 (1994). Nevertheless, in the above-cited article discussing the

conpul sory joinder of conpensating insurers, the author makes reference to
situati ons where when the insured otherwi se has control of the claim but
fails or refuses to assert it, some states then pernit the insurer to bring

the claim citing as an exanple, Gty of New York Ins. Co. v. Tice, 152
P.2d 836, 842 (Kan. 1944) (insured should sue for itself and as trustee for
the insurer, but if the insured refuses to sue, "justice requires that the
insurer be permtted to bring action"). Again, in the insurance context,
when the insurer, because of conflict of interest, is not likely to protect
the insured' s interest, a court nay pernmt the insured to bring and contro
his own suit. Entman at 25.



ADC, as an involuntary plaintiff, should not be allowed to elininate
the "controversy" through its inaction. This, however, is the net result
of the court's opinion today.

Rule 17, in providing that an action shall be prosecuted in the nane
of the real party in interest, and specifying "bailee, trustee of an
express trust, a party with whomor in whose name a contract has been nade
for the benefit of another" contains descriptions that can well be applied
to ADC. When this is read with Rule 19A with the provision allow ng
joinder of a party as an involuntary plaintiff, we should nmake sure that
t hose provisions of the rule are effectuated. Here ADC is in essence a
bai |l ee of funds that have cone fromthe inmtes, possibly a trustee, and
with respect to the novie rentals, a party with whomor in whose nane a
contract has been made for the benefit of the innmates. When the
involuntary plaintiff refuses to act, as it has here, we should not all ow
that refusal to frustrate the intent of the rules, i.e., that the interest
of the party be represented. W should allow counsel to be appointed to
act for the inmates as actual plaintiffs, in the nane of the involuntary,
but passive and resistant, plaintiff.
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