No. 95-2238

Fi rst Bank,

Appel | ant,
Appeal fromthe United States

District Court for the
Sout hern District of |owa.
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First Bank System Inc.; and
First Bank, fsb, fornmerly known
as Metropolitan Federal Bank,
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Appel | ees.

Subm tted: Decenber 13, 1995

Filed: My 29, 1996

Before McM LLIAN, JOHN R G BSON, and BEAM Circuit Judges.

BEAM Circuit Judge.

First Bank (FB) appeals the district court's! order dissolving a
prelimnary injunction and denying its notion for a pernanent injunction
agai nst the use of FIRST BANK, FIRST BANK | OM, or any colorable imtations
of those terns by First Bank System Inc. (FBS).2? Because FB failed to
prove the facts essential to establish a comon-|law tradermark, we affirm

The Honorable Charles R Wlle, Chief Judge, United States
District Court for the Southern District of |owa.

2For ease of reference, we refer to the plaintiff-appellant as
"FB" and defendants-appellees as "FBS" throughout this opinion
whil e recogni zing that the entities have undergone nane changes and
consolidation in the past.



l. BACKGROUND

Thi s case involves a dispute between two banks over the use of FIRST
BANK i n connection with banking services provided in the lowa counties of
Pol k, Dallas, and Warren. One of these banks, FBS, is a federally
chartered bank holding conpany with its principal place of business in
M nneapol is, M nnesot a. FBS owns banks in several states and provides
banki ng services throughout the United States. Since the early 1970s, FBS
has provided various banking services in |owa--such as hone inprovenent
| oans, correspondent banking, commercial |ending, and credit cards--even
t hough FBS did not have an office in |owa. Rat her, FBS pronoted and
provided its services through advertising, personal contacts and the mail.

As part of its acquisition of Metropolitan Federal Bank, fsb, in late
1994, FBS obtai ned several branches in |owa. On February 18, 1995
Metropol itan Federal Bank, fsb, changed its legal nanme to First Bank, fsb.
The forner Metropolitan Federal Banks in lowa were renaned First Bank |owa.
FBS has owned several trademark registrations, including: (1) an |owa
registration on FIRST BANK SYSTEMs from 1968 to 1978; (2) an |owa
registration on FIRST BANK and a design from 1968 to 1978; (3) a federa
registration for FIRST BANK SYSTEM and a design from 1971 to 1991; (4) a
federal registration for FIRST BANK SYSTEM issued Decenber 26, 1989,
asserting first use on August 26, 1968; (5) a federal registration for
FI RST BANKS and a design issued June 21, 1994, asserting first use on
Cctober 4, 1991; and (6) an lowa service mark application for FIRST BANK
filed Novenber 14, 1986, claimng use in lowa on October 1979.

The other bank, FB, is an lowa chartered bank with its principal
pl ace of business in Wst Des Mbines, |owa. Prior to 1993, FB was a
federally chartered bank. From 1938 to 1993, FB was known as First
Nati onal Bank of West Des Mines. FB has never owned a registered
trademark for FIRST BANK. FB relies instead on



the common | aw of trademarks for its claimof an exclusive right to use
FI RST BANK i n connection with banking services provided in these counti es.

Beginning in 1970, FB used a | ogo which conbined a prom nent Arabic
nunmeral "1" wth the phrase "FIRST NATI ONAL BANK OF WEST DES MJ NES'
(1970 logo). In order to conpete nore effectively with a rival bank in
West Des Moines commonly referred to as "West Bank," FB enphasized the
words "FIRST" and "BANK" in this logo by printing those two words in |arger
letters. The word "NATI ONAL" rerained on the logo in snmaller print, as did
the phrase "OF WEST DES MO NES," until a nodernized version of the |ogo
appeared in Decenber of 1985 (1985 | o0go). FB printed the 1970 | ogo on
various itens--including checks, stationary, envelopes, and business
cards--and used it in advertisenments. |In 1970, FB had over 1700 custoners
inlowa. Rex Weitzell, FB' s advertising agent in the 1970s, testified that
he referred to the bank as "First Bank" during his tenure with the bank
WlliamFultz, an advertising agent, also testified that he referred to FB
as "First Bank" in the early 1970s while he was doing work for Bankers
Trust. Roy Messerschmdt, Chairnan of FB, testified that FB has identified
itself as "First Bank" when it answers the tel ephone since 1970.

Thonmas Porter, FB's advertising agent, testified that he was under
the inpression that in 1985 people were referring to FB as "First Bank."
Nevert hel ess, in 1985, he suggested that the officers and board of FB nake
a concerted effort to change the bank's nane to "First Bank." Port er
testified that the primary reason the bank should change its nanme was to
preenpt FBS fromusing FIRST BANK in lowa. Porter was aware of ongoing
efforts by FBS to acquire a chain of banks in lowa. Before adopting the
name change and new |logo, FB consulted with G Brian Pingel, Esq., a
trademark attorney. |In a letter dated Cctober 4, 1985, Pingel advised FB
to begin using FIRST BANK as soon as possible, but he warned FB about
several potential conflicts, including the existing



FBS federal tradenark registration for FIRST BANK SYSTEM |n that letter
Pi ngel repeatedly referred to FB as "First National" rather than "First
Bank. "

Throughout the early 1980s, FB continued to attach its 1970 logo to
bank docunents and used those logos in various pronotional naterials.
Advertisenents printed during the 1980s, however, contained quotations in
whi ch satisfied customers referred to FB as "First National" not as "First
Bank." In an effort to further enphasize the "First Bank" concept and
facilitate its attenpted nane change, FB used the 1985 |ogo, which only
contained the Arabic nuneral "1" and the two words "FIRST BANK" in
advertisenents and on bank docunents (e.g., checks, and stationery).?3
Finally, on Decenber 22, 1993, FB changed its legal nane to "First Bank."

In July 1994, FB heard that FBS was in the process of acquiring
Metropolitan Federal Bank branches in lowa, sone of which were in FB's
primary nmarket area of Pol k, Dallas, and Warren counties. Counsel for FB
contacted FBS and expressed concern over FBS s possible use of FIRST BANK
in connection with banking services provided in FB's prinary narket area.
FBS did not respond to FB's concerns until three days before FB filed the
conplaint in the present case on January 12, 1995. FB clained that it had
the exclusive right to use FIRST BANK i n connection with banking services
it provided inits primary narket area and all eged that FBS violated both
federal and lowa trademark laws. The district court denied a tenporary
restrai ning order but subsequently granted FB a prelimnary injunction on
February 1, 1995.

FB requested a permanent injunction to prohibit FBS fromusing FI RST
BANK or any colorable initation in FB's primary narket area.

3In fact, FB was required to print the 1985 logo in
conbi nation with "FI RST NATI ONAL BANK OF WEST DES MO NES" until it
becanme a state chartered bank in 1993. Subsequently, FB printed
the 1985 logo with other phrases, such as "THE BANK DES MJ NES
CALLS FI RST. "
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After conducting the first part of a bifurcated trial, the district court
di ssolved the prelimnary injunction and denied the request for a pernmanent

i njunction. In an order dated April 19, 1995, the district court held,
inter alia, that: (1) FB had failed to prove that it had used the nane
"First Bank," rather than "First National," prior to 1971 when FBS

registered its federal trademark for FIRST BANK SYSTEM and (2) the words
"First Bank" did not have a secondary nmeaning referring to FB until after
1986, which was well after those sane words had acquired a secondary
neaning in lowa referring to FBS in connection with banking services it
provided in lowa by nmail fromoutside the state. The district court also
determ ned that equitable considerations favored denying the permanent
i njunction.

FB appeals pursuant to 28 U S C. § 1292(a), clainmng that the
district court committed several errors in its findings of fact and
conclusions of |aw Specifically, FB contends that it already had a
comon- | aw trademark in FI RST BANK, based primarily on FB' s extensive use
of its 1970 logo, prior to FBS s 1971 federal trademark registration. FB
al so argues that the district court erred in holding that actual confusion
is insufficient to establish trademark infringement. Finally, FB asserts
that it was error for the district court to conclude that FB s adoption of
FI RST BANK was in bad faith.

. DI SCUSSI ON

The narrow question before us is whether the district court erred in
denying FB's notion for a permanent injunction. W review a district
court's denial of a notion for a pernmanent injunction under the abuse of
di scretion standard. International Ass'n of Machinists & Aerospace
Wrkers, Dist. Lodge No. 19 v. Soo Line R R Co., 850 F.2d 368, 374 (8th
Cir. 1988), cert. denied, 489 U S. 1010 (1989). An abuse of discretion
occurs when the district court bases its decision on an error of law or a

clearly erroneous



finding of fact. [|d. Although FB raises several issues on appeal, our
i nquiry focuses on the dispositive issue of whether the district court was
clearly erroneous in finding that FIRST BANK had not achieved
di stinctiveness, or secondary neaning, in connection with FB s banking
services prior to FBS s federal tradenmark registration or use of its FIRST
BANK SYSTEM nar K. For the reasons discussed below, we agree with the
district court that FB failed to prove that FI RST BANK acquired secondary
neani ng prior to 1986 and thus FB's injunction action fails.

In asserting the exclusive right to use FIRST BANK in connection with
banki ng services in the relevant lowa counties, FB has not clained that it
possesses a registered trademark, which would have been prima facie
evidence of a valid trademark. 15 U.S.C. § 1115(a). Therefore, FB nust
rely on the existence of a conmmon-law trademark in bringing this |awsuit.
Mor eover, because FB cl ai n8 excl usive use of FIRST BANK in the three | owa
counties, it nust prove that it had a comon-|law trademark prior to FBS' s
registration or use of its FIRST BANK SYSTEM mark. See Wi st- Rocket M g.
Co., Inc. v. Saunders Archery Co., 578 F.2d 727, 730 (8th Cir. 1978)
(recognizing that while a registered trademark owner's rights can becone

i ncontestible, other comopn-|law trademark owners retain exclusive rights
in those areas where their rights antedated registration). |n contrast,
registration of the FBS mark established prima facie evidence of a valid
trademark and provi ded nati onwi de constructive notice of that mark, see 15
US C 88§ 1072 & 1115(a); A d Dutch Foods, Inc. v. Dan Dee Pretzel & Potato
Chip Co., 477 F.2d 150, 156 (6th G r. 1973), or any colorable initations
such as FIRST BANK or FIRST BANK | OM\, see 15 U.S. C. 8§ 1114(1) & 1127

Thus, FB can only prohibit the use of FIRST BANK SYSTEM or any col orable
imtation, inits market area if it neets three requirenents. First, FB

must prove that it had a comon-law trademark in FIRST BANK antedating
registration of FBS s mark. Second, FB nust prove that its comon-|aw nark
is simlar enough to FBS's nark to create a substantial |ikelihood of
confusi on anong



CONSUMers. See 15 U S. C 88 1114(1) & 1125(a)(1)(A). Third, FB nust
denonstrate that the court's exercise of equitable power is appropriate.
See 15 U . S.C. § 1116.

Turning to the first requirenent, a common-|law tradenark arises from
t he adoption and actual use of a word, phrase, logo, or other device to

identify goods or services with a particular party. See, e.qg., Co-Rect
Prods.. Inc. v. Marvy! Advertising Photography. Inc., 780 F.2d 1324, 1329
(8th Gr. 1985) (quoting the statutory definition set out in 15 U S.C. §
1127); 3 Rudolf Callmann, The Law of Unfair Conpetition. Tradenarks and
Monopolies § 19.01, at 19-3 (4th ed. 1994).% To succeed on its clai m of

a conmon-law trademark, therefore, FB nust prove: (1) that it actually
used FIRST BANK in connection with banking services provided in the
relevant lowa counties; and (2) that FIRST BANK identified FB as the
provi der of those services in the nminds of consuners.

Assum ng, arguendo, that FB actually used FIRST BANK in connection
wi th banking services provided in the relevant lowa counties prior to FBS
obtaining its federal registration, FB nust prove that consuners (i.e., its
custoners and potential custoners) identified FIRST BANK with FB as the
provi der of those banking services in these counties prior to FBS obtaining

its federally registered nark. In order to qualify for trademark
protection, therefore, FIRST BANK nust distinctly identify FB as the

provi der of certain banking services in the mnds of consuners. W begin
our inquiry as to whether FIRST BANK is sufficiently distinct to achieve
this by classifying it into one of four categories: (1)

“The Restatenent (Third) of the Law of Unfair Conpetition § 9
(1995) defines a trademark as "a word, nane, synbol, device, or
ot her designation, or a conbination of such designations, that is
distinctive of a person's goods or services and that is used in a
manner that identifies those goods or services and distingui shes
them fromthe goods or services of others."
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generic; (2) descriptive; (3) suggestive;® or (4) arbitrary or fanciful
See Cellular Sales, Inc. v. Mackay, 942 F.2d 483, 485 (8th Cr. 1991).
Ceneric terns are not entitled to protection under trademark | aw because

"such words are in “the public domain and available for all to use[.]
Id. at 486 (quoting Hallmark Cards. Inc. v. Hallmark Dodge., Inc., 634 F.
Supp. 990, 997 (WD. M. 1986)). At the other end of the spectrum we
consider an arbitrary or fanciful mark the strongest possible tradenmark

thus entitling it to the maxinmum degree of legal protection wthout
requi ring any proof of secondary neaning. 1d. A descriptive trademark is
t he weakest protectable mark and requires proof that the mark has acquired
secondary neaning. |d.

A trademark user establishes secondary neaning by show ng that
through "l ong and excl usive use in the sale of the user's goods, the mark
has becone so associated in the public mnd with such goods that the mark
serves to identify the source of the goods and to distinguish them from
t hose of others.” Aromatique, Inc. v. CGold Seal. Inc., 28 F.3d 863, 870
(8th Cir. 1994) (citing Co-Rect Prods., Inc., 780 F.2d at 1330). The
primary inquiry in determning whether the mark has attained secondary

neani ng i s whether the nmark has becone associated with a particular source
in the consuner's mnd. 1d. at 871 (citing Co-Rect Prods., lnc., 780 F.2d
at 1332-33); First Fed. Sav. & Loan Ass'n of Council Bluffs v. First Fed.
Sav. & loan Ass'n of Lincoln, 929 F.2d 382, 384 (8th Cir. 1991) (A
descriptive term only becones protectable under tradenark |aw "when it

conjures up a particular service or product in the mnds of custoners.").

°A mark that suggests sone quality or ingredient constitutes
a suggestive trademark, which is entitled to trademark protection
w t hout proving secondary neaning. See 1 J. Thomas MCart hy,
MCarthy on Trademarks and Unfair Conpetition § 11.20, at 11-104.4
(3d ed. 1996).
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In the present case, FB concedes that FIRST BANK is a descriptive
termand thus is not inherently distinctive. FB contends, however, that
FI RST BANK acqui red secondary neaning, thereby identifying the mark with
banki ng services provided by FB in the relevant |owa counties. To support
its contention, FB offered testinmony by the creator of the 1970 |ogo
advertising agent Ji m Bowernaster, that the advertising canpaign in |late
1969 and early 1970, along with the 1970 | ogo, was to establish the concept
of "First Bank."® Roy Messerschmdt, Chairman of FB, testified that the
1970 1 ogo was used on all of the bank's docunents. He also testified that
he thought, for the nobst part, that FB started answering the tel ephone
"First Bank" in 1970. As noted earlier, advertising agent, Thomas Porter,
testified that he was under the inpression that people were referring to
FB as "First Bank" in 1985. FB also argues that in addition to wi de-spread
di ssem nation of the 1970 |ogo, FB had substantial accounts in these
counties prior to 1971.

This type of evidence sinply fails to establish sufficient proof that
consuners identified FIRST BANK with the services provided by FB, which is
the focus of our secondary neaning analysis. FB s evidence of secondary
neani ng consi sted al nost exclusively of efforts undertaken by the bank to
identify itself as FIRST BANK prior to 1971. Al t hough relevant, FB's
efforts are not determ native of whether consunmers actually identified
FI RST BANK with FB. See Co-Rect Prods.. Inc., 780 F.2d at 1332 (stating
that while "advertising is a relevant factor in determ ning whether a mark

has acquired a secondary neaning, it is the effect of such advertising that
is inmportant, not its extent") (enphasis in original); Wist-Rocket Maqg.

Co., 578 F.2d at 732 (stating that "conmmon-law trademark rights cannot be
establ i shed by advertising

°Some of the testinobny took place only at the prelinnary
injunction hearing (e.g., Bowermaster's testinony). O her
testinony occurred during the first part of the bifurcated trial,
or at both proceedings.
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al one"); Charles E. MKenney & George F. Long, I1l, Federal Unfair
Conpetition: Lanham Act 8§ 43(a) 8§ 3.05, at 3-53 (1995) ("Evidence of
advertising and extent of use of the mark in controversy are obviously

i mportant factors but are not determ native, such proofs denbnstrating a
party's efforts to establish secondary neaning but not necessarily
denonstrating that such efforts were in fact successful.") (footnotes
omtted). FB s failure to identify itself with FIRST BANK in the mi nds of
consurrers was further highlighted by WlliamFultz, FB's own expert w tness
on advertising who testified, on cross-exam nation, that it takes a |long
time for a business to establish an identity with a particular |ogo or
sl ogan. He adnmitted that FB probably had not yet been successful in
identifying itself as "First Bank" in the m d-1980s, given that custoners
had consistently referred to FB as "First National" in its advertisenents.

Furthernore, the record reflects that FB never actually used the
words "First" and "Bank" consecutively in any docunent, advertisenent, or
other printed nmediumeprior to 1985, when it began to devel op the 1985 | ogo.
Moreover, Pingel, FB's own trademark attorney, consistently referred to FB
as "First National" in his letter of October 4, 1985, in which he
recommended adopting and using FIRST BANK as soon as possible. Roy
Messerschmi dt al so recommended to FB's board of directors that it should
start using FIRST BANK in the md-1980s. Finally, the record is replete
wi th exanpl es of FB custoners referring to FB as "First National" rather
than "First Bank" throughout the 1980s.’

Al though FB theoretically could obtain two comon-I|aw
trademarks (i.e., FIRST BANK and FI RST NATI ONAL), the absence of
any custoner reference to FB as "First Bank"” in its advertisenents
supports the district court's conclusion that FB failed to prove
t hat FI RST BANK had acquired secondary neaning identifying FB as
the provider of certain banking services in the three lowa counties
until after 1986.
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FB asserts that Pingel's references to FB as "First National" and
recommendation that FB start using FIRST BANK, as well as Porter's
recommendation that FB change its nane to "First Bank" in order to preenpt
FBS fromusing FIRST BANK in |Iowa, should not have been given any wei ght
by the district court because neither man knew that FB had used FI RST BANK
in the past. At a nmininmm however, the fact that neither of the two nen
hired by FB to pronote it as FIRST BANK (i.e., its tradenark | awer and
advertising agent) were aware that FB had attenpted to identify itself with
FI RST BANK in the past provides sone indication of the success FB was
experiencing inits effort to be recognized as "First Bank."

When evidence on the issue of secondary neaning is, at best,
conflicting, as in the present case, we will not disturb the district
court's factual finding unless upon reviewing the entire record we are |eft
with the definite conviction that the lower court nade a m stake.
Aromati que, 28 F.3d at 868; see also First Fed. Sav. & Loan of Counci
Bluffs, 929 F.2d at 384 (holding that the district court was not clearly
erroneous in finding that the term"First Federal" was a descriptive nmark);
GH Mimm & G e v. Desnoes & Geddes, Ltd., 917 F.2d 1292, 1294 (Fed. GCir.
1990) (stating that a determ nation of secondary neaning is a question of
fact which is reviewed on appeal under the clearly erroneous standard).
Applying this standard, we conclude that the district court did not conmit
clear error. W agree with the district court that FB failed to prove that
FI RST BANK had attai ned secondary neani ng before 1986, which is well after
FBS registered its FI RST BANK SYSTEM trademark in 1971.8

8Even if FB were able to rebut the statutorily prescribed
presumption that FBS owned a valid trademark dating from its
registration in 1971, see 15 U S. C. 8§ 1115(a), the district court
al so found that FBS actually used and acquired secondary neaning in
FIRST BANK SYSTEM in the relevant Iowa counties, thereby
establishing a comon-law trademark, before FB established a
common- | aw trademark in FI RST BANK
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I11. CONCLUSI ON

The district court did not commit clear error in finding that FB
failed to prove the facts necessary to establish a common-|aw trademark
that antedated FBS' s registration of its mark and thus FB was not entitled
to the exclusive use of FIRST BANK in these counties.® WMoreover, we have
exam ned the equitable considerations presented in this case and concl ude
that the district court did not abuse its discretion in denying the
permanent injunction. Accordingly, we affirmthe district court's order.
Finally, we have considered the other argunents advanced by FB and find

themto be without nerit.
A true copy.
Attest:

CLERK, U. S. COURT OF APPEALS, EIGHTH ClI RCUIT.

°Because we conclude that FB failed to prove that FIRST BANK
was distinctive (i.e., that it had acquired secondary neaning)
prior to FBS s registration or use of FIRST BANK SYSTEM -which is
fatal to FB's claim-we need not discuss any other factual
requi renent necessary to establish a common-law tradenarKk.
Li kewi se, because FB failed to prove that it had a common-|aw
trademark we need not determ ne whet her FI RST BANK and FI RST BANK
SYSTEM or FI RST BANK | OM are simlar enough to create a |ikelihood
of confusion anobng custoners.
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